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- 4 US patent attorneys/agents (also
EP qualified)

- 4 formalities officers

- Working for both NLO’s US cases
and US portfolios of outside clients

We daily take care of:

- Filings / Responses to OA’s

- Any other communication with
USPTO

INTRODUCTION NLO’S US practice
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Klik op het icoontje om een
nieuwe afbeelding in te
voegen.

Zoek en selecteer de
gewenste afbeelding.
Klik op ´Invoegen´

1

2

Invoegen

AFBEELDING INVOEGEN

Anneloes Westein

Introduction Kate Bernier and Anneloes Westein

Kate Bernier

• Former US Patent Examiner
• US patent attorney
• Working at NLO since 2019

• EPAC certified formalities officer
• Working at NLO since 2016
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Content
Webinar

1

01

Signed documents:
POA, Oath / Declaration, Assignment

IDS
Information Disclosure Statement2

Entity size

4 Office Actions

5 Your questions
Please put them in the Q&A

Content webinar

3
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Differences between USPTO and EPO

• Forms
• Filing system
• PTA calculations
• No renewal fees

until grant
• Official fees have

sometimes been
lowered at the
USPTO

• Helpdesk
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Power of Attorney

Oath / Declaration

Assignment

Document that require signatures
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A Power of Attorney is a confirmation
that a firm/attorney is allowed to act on
your behalf.

What is a Power of Attorney?
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This document needs to
be signed by someone
authorized to sign on
behalf of the applicant.

How does it need to be signed?
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A POA (Power Of Attorney) is not always required, but it is needed for:

Replacing a prior attorney or agent Interviews with the examiner; filing
terminal disclaimers

When to file?
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We can proceed with the application.

✓ What you CAN do

• File an application
• File responses
• Even get a grant without a POA

! The risk

If the examiner (or we) want an interview

What if the applicant does not want to sign?
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“A legally required statement by inventors in a
patent application,

affirming they believe they are the original inventor

and that the application was made or authorized by
them”

Oaths/declarations
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How does it need to be signed?
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As soon as
possible!

PCT-US national stage
For national stage applications (PCT-
US): you cannot file an RCE if no
oaths/declarations are filed.

Before issue fee payment
In any case before the issue fee
payment is made.

When to file an oath/declaration?
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Examples of Notices requiring inventor’s oath or declaration
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1
Document the situation
Make sure you have some proof on record that inventor cannot be reached or is unwilling to sign.

2
File a substitute statement
If the inventor is unavailable or unwilling, a substitute statement could be signed (by the applicant).

What if an inventor does not want to sign?
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Example of substitute statement
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Assignment between inventor(s) and applicant(s)

An assignment is a transfer of ownership of a patent
(or trademark) from one party to another. This can
include the sale of intellectual property, or as a part of
a company merger.

Recording an assignment will have the patent issue in
the name of an applicant.

Recording assignments at the USPTO provides a
public record of ownership.

Assignments
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W H O  M U S T  S I G N

Only the assigning party
For example, only inventors need to sign, not the
company they assign it to.

We prefer to have witnesses sign this as well to
confirm the signature of the assignor.

U S  v s .  O T H E R  C O U N T R I E S

Other countries
Both assignor AND assignee must sign in case of a
transfer.

United States

Assignee signature is not mandatory.

How does it need to be signed?
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Requirements for assignment

• It must be a written document.
• It must be in English or accompanied by an English

translation (signed by the translator).
• There needs to be a clear identification of the IP (usually a

patent/application number).
• The full names, addresses and relationship of the assignor

and assignee must be mentioned.
• A statement of “Exchange of consideration”, e.g. “for $1

and other good and valuable consideration”.
• It must be submitted with a cover sheet (we file any

assignment via USPTO’s Assignment Center, which
always provides a cover sheet automatically).
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Flexible timing

An assignment can be filed any
time in the procedure, even after
grant.

File early

We prefer to have it filed as soon as
possible, and before the issue fee is
paid in order to avoid any legal
complications.

Confirmation provided

After filing an assignment, you will
always receive a Notice of
Recordation, which is a
confirmation that the assignment
was duly recorded.

When to file?

1 2 3
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What if someone does not want to sign?

1 Check employment contract

Check if there is an employment contract, wherein
the inventor agrees that any rights to the invention
belong to the employer.

We can use this as a form of assignment.

2 No contract available?

Contact your US attorney as there may be other
options available.

Be aware that if the inventor does not want to sign,
the inventor could intervene in the prosecution, and
may have rights to the patent (depending on laws
where invention was made).

What if someone does not want to sign?
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- Do ask the inventor/applicant as
soon as possible to sign the
oath/POA/assignment.

- Check with your US agent as
soon as you get an indication that
someone is unwilling or unable to
sign.

Take-aways for the signed documents
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In the US Declaration of inventorship form the
residence of Inventor needs to be informed.

What is the appropriate information to be
used (Inventor's home town, country,
applicant (company) information or blank if
not known)?

Due to practical and GDPR reasons,
minimizing maintenance of personal data is
preferred.

Answer: the inventor’s residence (city and
country when outside USA) typically goes on
the declaration; can be a mailing address
(e.g. c/o Company xxx etc).

Audience question declaration

co
py

rig
ht



www.nlo.eu

NLO - EPTA PowerPoint templateAlleen Tekst (Custom-slide)

TEXT LEVELS

Lees-tekst1

2

3

4

Sub-kop

• Bullet

− Sub-bullet

Niveau vooruit

Niveau terug

5

6

7

8

9

Cursief

Sub-tekst

1. Numeriek

Cursief

• Num. Bullet

18 pt

20 pt

18 pt

18 pt

14 pt

18 pt

18 pt

16 pt

18 pt

IDS: Information Disclosure Statement.

All applicants have an ongoing obligation to inform the USPTO
about any known prior art that is relevant for their patent
applications. By submitting an IDS, this duty of disclosure is
met.

The prior art can either be US or foreign patent applications, or
articles from for example scientific literature.

We need to submit copies of foreign patent documents and
non-patent literature.

In case the foreign patent document is not in English, an
English translation of its abstract is required.

Information Disclosure Statements
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Upon filing of a new application
(national stage (PCT-US), divisional,
continuation, etc).

As soon as possible when you
are informed of any new cited
prior art.

When to file an IDS?
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N O  F E E S  D U E - I F  F I L E D :

Within 3 months of the initial filing
Applies to national stage, divisional, and other filing types

Before the issuance of a first Office Action

After issuance of a first OA but within 3 months after the issuance
of an OA in a counterpart foreign application (we need to make a
statement about this on the IDS form)

Before the mailing of a first OA after the filing of an
RCE.

When and what to pay for an IDS?
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A f e e  o f  $ 2 8 0  i s  d u e  i f  a n  I D S  i s  f i l e d

After issuance of a first Office Action and the mentioned
prior art is known for more than three months

Before payment of the Issue Fee, after receipt of the
Notice of Allowance

After a final OA/Notice of Allowance/Ex Parte Quayle and
the prior art is known for less than three months

After a final OA/Notice of Allowance/Ex Parte Quayle
and the prior art is known for more than 3 months. In
this case an RCE is required ($ 1500 or more)

When and what to pay for an IDS (2)?
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As of 19 January 2025, an IDS size fee got introduced:

- 51-99 documents cited: $200

- 100-200 documents cited: $500

- More than 200 documents cited: $800

There is no discount for small entities.

When and what to pay for an IDS? (3)
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- Regularly check if any new prior
art is mentioned in corresponding
applications.

- Immediately inform your US agent
if new prior art needs to be cited
and inform them when this new
art was cited.

- The 3m deadline is calculated
from the DATE of the OA, not the
date you were informed about the
OA.

Take-aways IDS
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Two IDS related questions.

Q1. What is your practice with respect to the citation of
office actions. I have noticed different approaches between
companies I have worked for. Do you only cite the (new)
references therein? Or ALSO the office action itself (and
EN translation thereof)?

Q2. Do you as an FO always cross-check any references
cited in an application itself, if these have been listed in an
IDS? Or do you rely on an attorney to point this out (or
perhaps a combination of the two)?

Answer Q1: citing the OA is not compulsory, but some
agents do mention it out of habit. The cited documents are
most important.

Answer Q2: we rely on the attorney to point this out, but we
do doublecheck this before filing, as we prefer to have a
complete IDS on filing (references mentioned in the
description and mentioned in an SR if available).

Audience question IDS
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Usually any applicant is considered
a large entity (USPTO calls it
“Regular Undiscounted”), unless
they qualify as small entity.

Entity sizes
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An applicant can be considered a small entity if:

- It has fewer than 500 employees;

- OR it is a non-profit organization or university;

- OR it is an individual (inventor who did not assign/license to a large entity).

- And no large entity has a stake/interest in the relevant application(s), via e.g. a license.

If you qualify as a small entity, you will get a 50-60% discount on all official fees.

Small entity requirements
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Requirements:

The applicant has to meet all requirements for a small entity, AND:

Meet the income requirement: the gross income per year does not exceed 3x the median household
income, AND:

the inventor/each joint inventor is not named on more than 4 previously filed non-provisional US
applications (this excludes provisionals and national stage entries).

There is a certification of micro entity basis (form) which has to be filed with the USPTO for each application
you wish to receive micro entity discount for. Discounts can be 75-80% of the official fees.

2. Micro entity

co
py

rig
ht



www.nlo.eu

NLO - EPTA PowerPoint templateTekst & Beeld (M)

Klik op het icoontje om een
nieuwe afbeelding in te
voegen.

Zoek en selecteer de
gewenste afbeelding.
Klik op ´Invoegen´

1

2

Invoegen

AFBEELDING INVOEGENTEXT LEVELS

Lees-tekst1

2

3

4

Sub-kop

• Bullet

− Sub-bullet

Niveau vooruit

Niveau terug

5

6

7

8

9

Cursief

Sub-tekst

1. Numeriek

Cursief

• Num. Bullet

18 pt

20 pt

18 pt

18 pt

14 pt

18 pt

18 pt

16 pt

18 pt

Certification of micro entity status
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01

Written confirmation

Get a written confirmation for your
file that they qualify for small/micro
entity status.

02

Regular check

Regularly check if the entity status is
still correct: any licences, upcoming
mergers, or upcoming changes of
ownership?

03

Key moments

Especially check upon filing a new
application, payment of the issue
fee, and payment of the
maintenance fee.

What to ask your client?
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In 2025 the USPTO has expressly
authorized the Office of Petitions to
review entity status claims. Improper
claiming of a reduced entity status is
considered fraud, and faces serious
consequences: fines of “not less
than 3 times the amount that the
entity failed to pay as a result of the
false certification”.

Take-away message entity size
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- Extensions of time

- Various kinds of Office Actions (restriction
requirement, non-final, final, Ex parte Quayle).

Various kinds of Office Actions
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- In most cases, you have up to 6 months from the date of an Office Action to file a response.

- You can request extension of time retroactively.

A form for requesting extension of time can be used, but is not mandatory.

Extension fees: small entity:

- Month 1: $235 $94

- Month 2: $690 $276

- Month 3: $1590 $636

- Month 4: $2495 $998

- Month 5: $3395 $1358

Extensions at the USPTO
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A Restriction Requirement is issued when an Examiner thinks that an application contains multiple inventions.
As a patent can only cover one invention, the examiner requires the applicant to choose one invention.

Due date 2 months, 4m extension

2. Various kinds of Office Actions: restriction requirements

co
py

rig
ht



www.nlo.eu

NLO - EPTA PowerPoint templateAlleen Tekst (Custom-slide)

TEXT LEVELS

Lees-tekst1

2

3

4

Sub-kop

• Bullet

− Sub-bullet

Niveau vooruit

Niveau terug

5

6

7

8

9

Cursief

Sub-tekst

1. Numeriek

Cursief

• Num. Bullet

18 pt

20 pt

18 pt

18 pt

14 pt

18 pt

18 pt

16 pt

18 pt

A non-final Office Action raises a first (novelty/inventive step) objection against the application.

A response is due in 3 months from the date of the Office Action (extension possible up to 3 months).

Various kinds of Office Actions: non-final OA
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A final Office Action is issued when the examiner has raised his/her objections with you before and does not
think your response resolves his/her objections.

When to file a response:

- Within 2 months (preferred): if the objections are resolved, you may get a Notice of Allowance. If objections
are not resolved, you may get an Advisory Action (AA).

- AA: this opens up the current deadlines of the final Office Action. The Examiner is not convinced yet by
your arguments/amendments, and will give you suggestions about what he/she could grant.

- Why within 2 months: as the AA will open up the current deadlines of the final OA, the sooner you file a
response, the sooner you get an AA (or allowance), the less likely you have to pay for extensions.

- OR file a response within the time limit with an RCE (Request for Continued Examination).

Various kinds of Office Actions: final Office Action
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Final Office Action issued on 1 February 2026:

- 2 month preferred DL: 1 April 2026; 3m DL without extensions 1 May 2026; final due date including
extensions 1 August 2026.

- You file a response without RCE on 15 March 2026.

- You get an Advisory Action on 10 April 2026, which opens up the deadlines again:

- - 3m deadline without extension: 1 May 2026

- If you were to file a response without RCE on 15 April and you got an AA on 10 May, you would have to file
a response with RCE AND a one month extension, as the 1 May deadline has already passed.

*Important: should the AA comes late (i.e. at 4 months, you can file an RCE on the day the AA is issued
without any extension fees.

Example of final Office Action
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Filing a response with a Request for
Continued Examination:

- This will remove the finality of the
Office Action.

- Does cost quite some money: the fee
for a first RCE is $1500 ($600 for small
entity). The fee for a second and
subsequent RCE is $2860 (or $1144
for a small entity).

Various kinds of Office Actions: final Office Action
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When can you expect a non-final or a final OA?

An applicant is guaranteed one non-final OA before a final OA is issued. If there are new grounds of rejection
after you responded to a first non-final OA, you could receive a new non-final OA.

The following could happen:

- Non-final OA

- Non-final OA

- Final OA (response with RCE)

- Non-final OA

- Final OA

If this is going on, your US attorney will likely conduct an Examiner Interview after receipt of the second non-
final OA.

Non-final Office Actions and final Office Actions
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An Ex Parte Quayle Office Action indicates that your application is almost ready for allowance but has some
minor/formal defects.

Deadline for response:

2 months (4m extension)

Various kinds of Office Actions: Ex Parte Quayle
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Extensions are usually available but
can cost quite a bit of money.

In case of a final OA, try to respond
within 2 months after issuance of the
OA in order to get an Advisory Action
early.

Take-aways Office Actions
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1. Could you give more information about
the terminal disclaimer we sometimes
receive at the grant of a patent?

2. How do you calculate the expiry date
of a continuation, CIP and divisional
patent application? Is it always the
same formula?

See next slides for answers.

Audience questions
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What is a terminal disclaimer?

- You have an ODP rejection: obviousness-type double patenting

- A terminal disclaimer is a legal document filed with the USPTO to overcome a double patenting rejection
by agreeing that a later patent will expire on the same date as an earlier, related patent.

- Official fee for filing terminal disclaimer is $183 (for all entities).

The terminal disclaimer means the second patent expires when the first patent does. It also means the
inventor agrees that the patents will remain commonly owned. If the inventor sells the first patent, he or she
can’t enforce the second one.

Terminal disclaimers and expiry date calculation
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We have a granted mother application (Patent 1) and a continuation thereof, which is still pending (Patent 2).
In Patent 2 we got a double patenting objection. Let’s assume that Patent 1 has no Patent Term Adjustment.

PTA: US extension of the 20-year expiry period of a patent to compensate for administrative delays.

Scenario 1: we object against the double patenting objection, the Examiner agrees and grants a patent. No
terminal disclaimer needed. Patent 2 gets a later expiry date than Patent 1: 20 years from filing date, with a
PTA of 400 days.

Scenario 2: we file a terminal disclaimer, and the Examiner grants a patent for Patent 2. Patent 2 gets a PTA
of 400 days, BUT because of the terminal disclaimer, will expire on the same date as Patent 1.

Example of terminal disclaimer
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Use the patent term calculator – provided by USPTO

Expiry date calculation
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- Please put them in the Q&A of
this webinar.

- Let’s connect via LinkedIn or
westein@nlo.eu.

THANK YOU FOR YOUR ATTENTION!

ANY FURTHER QUESTIONS?
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Situation: there are two applicants for a claimed
priority right, and we filed a PCT application
claiming this priority with only one of these
applicants. We file PCT declarations in which we
refer to the two applicants of the priority right.

How do we show to the USPTO how the rights
have been transferred from one applicant to
another?
Answer: we will have to file 4 things at the USPTO:

- Form to request to change the applicant (Rule 37 CFR 1.46)

- A corrected Application data sheet

- Form with a statement of the correct applicant (Statement under 3.73(c)

- Power of Attorney for new applicant

Audience question
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Foreign Filing Licence: 1st example: inventor is
Italian, place of invention is an a) American, b)
Italian company in the USA

2nd example What about a German inventor
having the US citizenship working for a German
company with a branch in the USA , if place of
invention is in a) USA, b) Germany

Question: what is the more important criterium -
citizenship or place of invention? Does this vary
depending on nationality IT/US/FR?

The place of the invention is what dictates the
need of a Foreign Filing License: is the invention
made in the US or not. Nationality or residence of
inventors/applicant is irrelevant.

Audience question
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